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• •REMARKS/ARGUMENTS^ 

The Official Action of Maruh 17, 2006 has been Ihuxoughly studied According the 
follow^ 

Claim 1-10 are pending in this application. 

Claims 1-10 .stand rejected under 35 I J.S.C. §l03(a) as bring unpatentable over Japans 
reference No. JP 2003-183441 to Abe et A in view of U.S. Patent Application Plication No. 
2003/0077465 to Uo«d^ 

m( . ,_™ , rt „ iv »l^t w JP 2003-183443 and will be used for translation purposes. 



The KTcamincr has relied upon Abe ct al. as teaching: 
B rubber composition, which c^^^V^^^.f^^^^ 

Lsolidrubb e r,aad450-1.00()p a rt a by weight of *^J^^*f^ 
nmber, nitrile rubber (NBR). acrylic rubbe, ^jW"ff^x5 
copolymer rubber (ABM), ethykne-propylenc copolymer 
fluWubner (FKM), etc, may be used, according to the desued anplicatton. 



The Examiner takes the position that: 



Sinceappttcanl^hvlenemc^ 

mbWtne JP reference only in that it is the next adjacent homologuc, the use of 
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Ok fonner^ould have been obviousin one of ordinary skill in the art at the time of 
applicant's invention 

The I ixaminer will note that the inventive entity of JP 2003-1 81443 and U.S. Patent No. 
6,870,002 are the same as the inventive entity of the present application. 

Accordingly, the present inventors arc very familiar with these prior art references and can 
distinguish Ihe present invention over these reference as follows: 

Initially it is noted that applicants' independent claim recite an "ethylene-awylale copolymer 
rubber" in the open language of "comprises." 

As the Examiner is no doubt aware, ethylene-aetylate copolymer rubber is a solid rubber 
component which applicants combine with a magnetic po wd« ami vulcanize using an ainine-basri 
vulcanizing agent 

Abe et al. (IP 7.01O-18343) teaches a rubber composition that comprises 70-95 wt% of a 
sohd rubber and 30-5 wi.% of a liquid rubber. 

Solid rubbers disclosed by Abed at. include: "ninile rubber (NBR), acrylic rubber (ACM), 
ethyl acrylate-ethyl«ie copolymer rubber (AEM), ethylene-propylene copolymer rubber (KPUM). 

fluororubher(FKM),etc" 

Liquid rubbers disclosedby Abeetal. include: 'liquid>ffiR,UquidEPDM > UquidFKW,cte.'' 

At column 1 , lines 62-65 Abe et al, teaches that: 

The Hquid rubber reactive on the sohd rubber is a liquid rubber having the same 
structure as or similar structure to that of the solid rubber and being cocross-lmkable 
with the same vulcanizing agent as fer the solid rubber. 
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Abe et al. teaches ethylene ethyl acrylate nibber (BEA). 
Addii cants use ethylene methyl ocrylate nibber (EMA). 

Ethylene ethyl acrylate rubber (ERA) and ethylene methyl acrylate rubber (EMA) have 
distinguishing properties, characteristics and applications. 

Attached as Exhibit A is a slide torn a presentation by Pmfessnr Joe Greene (found al 
wwwxsucluco.edu/-jpgteene/itec041/m41 ch09/m4l_ch09.ppt). 

This slide sets forth the diffcrences in properties and applications of Ethylene ethyl acrylate 
rubber (LEA) and ethylene methyl acrylate rubber (EMA). 

The Examiner concedes that Abe et aL does not teach ethylene methyl acrylate rubber 

(EMA). 

Nevertheless, the Examiner takes die position that "Applicant's ethylcne-mcthyl-acrylatc 
copolymer diiT« $ fromrhcc%l^ 

adjacent homologue and is therefore considered to be an obvious variant." 

The Examiner'sposition is not sufficient to establish obviousness under 35 US.C §103. 

First, as noted above, ethylene ethyl acrylate rubber (EEA) and ethylene methyl acrylate 
rubber (EMA) have distinguishing properties, characteristics and applications, so that it cannot be 
said that they are equivalent substitutes of each other. 

Second, applicant* have provided working examples in (heir specification which show 
improved results when using ethylene methyl acrylate rubber as compared to nilrile rubber wVnch is 
used in the working examples of Abe et al 
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Applicants' examples establish improvements associated with the use of ethylene methyl 
acrylalerubberwMchareun^^^^ 
dimethyl acryla^^ 

not been shown to be equivalent to ethylene methyl a«ylate rubber. 

Furthcr.apphcantetm^^ 
allows for a higher loading of magnetic powder. And that when an amine vulcanization system is 
^dwim an amount oTSOr^b^ 
(possible with peroxide based vdcanizatton systems) is avoids. 

Thus.upplicants' clataedwrnbiiialioii nt ethylene methyl aciylate copolymer rubber and an 
wottand vulcanizing «at are not at ell disclosed or obvious over the prior art of rer.ctfd. 

Note, Abe et a), fcile to specifically teach amine-based vulcanization agents or their 
rfvantageforscle^ 

to be important for purposes nf mcorpomiing higher level, of magnetic powder into thctesuhing 
molded magnetic encoders. 

In view of ihe fact that Abe et aL: 

1) Fails to teach ethylene methyl acrylate copolymer rubber; 

2) Fails to teach that ethylene elhyl acrylate copolymer rubber and ethylene methyl acrylate 
copolymer rubber are functional equivalents (even though Exhibit A indicates otherwise): 

3) Disclose* working examples over which applicants' magnetic rubber compositions have 
dismiguishmg properties and characteristics; and 

-7- 
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4) Fails u> teach any specific vulcanization agent, let alone improvement and advantages 
associated with applicants' selective use of amine-based vulcanization agents, 

.it cannot he said or established (hat applicants' claimed invention is ohvkros over the 
teachings of Abeetal. 

This does not even take into account that the present inventors are (he same as thoae of Me 
et at and did not "invent" the present invention at the time of Abe et aL, but only afterwards. 

If the inventors of Abe et al. did not reoUze the present invention at the time of Abe el aL, 
how can ill* said that the invention is obvious to those skilled in the art at the time of ADcet ah? 

It is furthernoled that the composition of the present invmtionhas excellent properties such 
as water resistance and saline water resistance, which ^ no t> achieved in the case whichNBR is 
found in all the working examples of Abe et al. 

This allows the composition of the present invention to be used to produce molded products 
that are usenil as rubber magnets fur sensors (encoders for detecting revolution of crank and cam 
EtaftsKordrivinesys^ 

170°C arc common (NBR cannot meet such a requirement) or runner magnets for wheel speed 
sensor s that are exposed to harsh, wet and muddy environments. 

The Examiner lias relied upon Boudouris et al. as disclosing compositions that comprise 
magnetic materials such as Writes, rare earth-cobalt magnets of one or more of the rare earth 
elements such as Sm nr Pr, yttrium (Y). lanlhauum (U), cerium (Co), or other magnetic materials 
including, for instance, maugancse-bismuth and tnanganese-aluminiim. 
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The lixaminer flintier relies upon Boudouris et al. as docuinenting "that ethylene methyl 
aoylaiee and ferrites arc conventionally used in rubber compositions having magnetic properties, 
in oombinineme teachmgs of Abe ct ol. andBoudouiis d al. the bxammertake mention 

that: 

The use of these compositions [of Boudouris et all i" ™c & invention would have 
been obvious to one of ordinary skill in the art at the time of applicant's invention 

Boudouris rt al. describes a composition in wh.ch magnetic filler is provided in a high 
mixing proportion in a foermoplastic elastomer. Boudouris el al teaches that rubber can be used 
instead of the thermoplastic elastomer. Ethylene methyl acrylaW is listed as an example. 

Boudouris et aL Jails to provide any description as to the excellent properties mat can he 
achieved by the use of ethyleiie-niethyl acrylate copolymer rubber. 

In this regard, it is noted that Boudouris et al. is directed to "methods and compositions for 
making magnetic, printable assemblies that will self-adhere to a magnetically attracted surface. 

In paragraph 10004] Boudouris et al. teaches: 

A popular application of such materials is thin, flat magnets havinfi on their outer 
surface a decorative pallet!) and/or promotional information, including 
advertisements b direct mailings, newspaper inserts, and so forth, box toppers, 
coupons, business cards, calendar, greeting cams, postcards, and so forth. 

In paragraph [0005] TVradouriS et al. teaches: 

These magnetic pieces may then be p laced on a rnagtwdcally attracted wrfkasucnnj 
arefiigerator, file cabinet, or other surface where ihey may be used as reminders and 
are often used to hold sheets of papei such as i.r.tca, recipes, lists, children's arl work, 



are often used to hold sheets of papci 
reminders, and so on. 
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Clearly Boudouris et al is unrelated to the field of encoders and speed sensors so that 
Boudouris et aL docs not overcome or cure the feet that applicants' compositions produce 
unexpected results as compared to Abe ct al. 

Moreova.asmmecaseofAbeetal.T^^ 
vulcanizatiou agents or their advantage (or selection) over peroxide based vulcanization agents 
**\ch applicants alone have found to be important for purposes of incorporating higher levels of 
magnetic powder into the resultinu molded magnetic encoders. 

TtoExanmMtf'spositionthatto 

tfje working examples" is noted. 

However, it is pointed out that Abe et al- foils to teach specific rubber component clairncdby 
applicants either in the woriring examples or elsewhere. The working examples have been relied 
upon as establishing the properties and characteristics of the composition of Ahc ctal. overwhich 
applicants' present invention is poteatably distinguishable. 

Thus, appUcants' reliance upon the working examples iu Abe et al. is appropriate. 
Basedupon the above dstinctioiisbervvcen the prior on relied upon by the Ex«nincr and the 
present invention, and the overall teachings of prior art, properly considered as a whole, it is 
respectfully subtnittedmat (he Examiner cannot rely upon the prior art as required under 35 U.S.C. 
§103 to establish a prima facie case of obviousness of applicants' clnimed invention. 
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It is, ihaethre, submitted that any reUaruxupnnpnorartwouklbeiiupiopffrmasmuchostfae 

pnnt art does not remokly anticipate, teach, suggest °r ^ " hvi0,ls P 1 * 5 "" invwlio,L 

It is submitter! that the claims, as now amended, and the discussion contained herein clearly 

show that the claimed invention is novel and neither anticipated nor obvious over the teachings of 

(he. prior art and the outstanding rejection of the claims should hence be withdrawn. 

Therefore, reconsideration and wiihdrawal of the outstanding rejection of the claims and an 

early allowance of the claims is believed to be in order. 

It is believed that the above represents a complete response to die Official Action and 

reconsideration is requested. 

Ifuponconsideratioriofthe above, the Examiner should feel that them remams outstanding 

isiuesmtheprescm^^^ 

patent counsel at the telephone number given below to discuss such issues. 

To the extent necessary, a petition for an extension of dine under V ( :KR § 1.136 is hereby 
made. Please charge the fees due in connection with the filing of this paper, including extension of 
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Respectfully submitted, 

( Michad S. GzybowsW/V 
Reg. No. 32,816 {/ 

DUTZELLONO 
350 «oulh Main Street 
Suite 300 

Am Arbor, Michigan 43104 
<TJ4) 995-31 10 
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